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DETAILED ACTION 

1 . The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-15 and 21-29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by IVIeixner et al 4,983,712 and Sorensen et al 6,093,777. 

Both of the cited prior arts disclose methods for preparing compositions 
comprising polyester comprising at least one dicarboxylic acid reacted with at least one 
polyether polyol which is an alkoxylated polyol, under conditions as claimed, and the 
compositions have uses as claimed. See column 2, lines 1-6, and 62-68; and column 3, 
line 1 et seq. of the '712. Also, see column 8, lines 15-27; column 9, lines 22-67, and 
Examples 1-4 in columns 13-15 of the '777. 

3. Claims 1-9, 12-15, and 21-29 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Beck et al 5,096,938. 

Beck et al disclose process and composition for radiation-curable acrylates 
comprising the reaction product of a polyether polyol and a dicarboxylic acid in the 
presence of a catalyst. The composition is useful as a coating agent. See the abstract 
and column 2, line 9 et seq., and Examples 1-4. 

4. Claims 1-11, and 21-29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Lincoln 2,807,606. 



Application/Control Number: 10/525,752 Page 3 

Art Unit: 1711 

This prior art discloses condensation polymers and their intermediates and their 
methods of preparation. The process comprises the preparation of a polyester 
comprising a polyether polyol reacted with a dicarboxylic acid under conditions as 
claimed. See columns 2-6, starting from line 26 of column 2 through line 34 of column 6. 

5. Claims 1-10, and 21-29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by GB 2 259 514. 

This prior art discloses a coating composition and its method of preparation 
comprising a hydroxyl group-containing polyester resin having features and 
characteristics as claimed. See pages 14-19. 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1 1 -1 5 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
overGB '514. 

The disclosures of this prior art are as discussed supra. Patentees teach the use 
of chain extenders and chain stoppers as claimed. See pages 20 and 21. It is the 
Examiner's position that the use of claimed extenders and stoppers as claimed would 
have been obvious based on the teachings of the prior art. 
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8. Claims 18-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over GB '514 or any of Meixner et al., Beck et al or Sorensen et a! in view of DE 1 01 
631 64.4 or DE 102 195 08.0. 

The disclosures of the primary references are as discussed above. None of said 
references disclose the use of enzyme catalyst in the preparation of the polyesters; 
however, it is the Examiner's position that said would have been well within the limit of 
skills of the ordinary practitioner in view of the secondary references which disclose the 
use of enzyme catalysts in processes for preparing hyperbranched polyesters. 

9. Claims 28 and 29 provides for the use of the polyesters, but, since the 
claim does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claims 28 and 29 are rejected under 35 U.S.C. 101 because the claimed 
recitation of a use. without setting forth any steps involved in the process, results in an 
improper definition of a process, i.e., results in a claim which is not a proper process 
claim under 35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 
1967) and Clinical Products, Ltd. v. Brenner. 255 F. Supp. 131. 149 USPQ 475 (D.D.C. 
1966). 

1 0. Other references listed on PTO-1449 have been made part of the record. 
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1 1 . Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to SAMUEL A. ACQUAH whose telephone number is 
571-272-1065. The examiner can nomially be reached on M-TH, FRIDAYS OFF. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. JAMES SEIDLECK can be reached on 571-272-1078. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



273-8300. 
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01/09/06 




